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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)3 Responsive to communication(s) filed on 27 February 2004 . 

2a)3 This action is FINAL. 2b)3 This action is non-final. 

3)3 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4® 

5) 3 

6) 3 

7 ) 13 

8) 3 

Application Papers 

9) 3 The specification is objected to by the Examiner. 

10) 3 The drawing(s) filed on 27 February 2004 is/are: a)3 accepted or b)3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 13 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

' 1-2)3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)3AII b)3 Some * c)3 None of: 

1.3 Certified copies of the priority documents have been received. 

2.3 Certified copies of the priority documents have been received in Application No. . 

3.3 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S3 Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson’s Patent Drawing Review (PTO-948) 

3) 03 Information Disclosure Statement(s) (PTO/SB/08) 

• Paper No(s)/Mail Date 12 / 10 / 2004 . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) d Notice of Informal Patent Application 

6) J^ Other: 



Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) is/are allowed. 

Claim(s) 7-76 is/are rejected. 

Claim(s) 4.5.72. 73. 75 and 16 is/are objected to. 

Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 

1 . An action on the merits for Claims 1 -1 6 is set forth below. 

Claim Objections 

2. Claims 4-5, 12-13, and 15-16 are objected to because of the following 
informalities: 

With regard to Claims 4, 5, 12, and 13, “subset or microbial organisms” should 
be “subset of microbial of microbial organisms”. 

With regard to Claims 7, 8, 15, and 16, the separation of the group should be 
amended to be separation of each by semicolon or separation of each by a comma. 
Appropriate correction is required. 

With regard to Claims 8 and 16, the period on line 4 which should be removed. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1-16 are indefinite. Claims 1 and 9 recite the limitation "the microbial 
flora" in line 2 of claim 1 and line 1 of Claim 9. There is insufficient antecedent basis for 
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this limitation in the claim. It is suggested that the claim be amended to e.g. “a microbial 
flora” to correct the antecedent basis. 

Claims 1-8 are unclear in regard to if the method is directed to a method of 
identifying active bioremediation pathways or a method of correlating the biomarkers 
with particular microbes. The preamble of Claim 1 states a method of identifying active 
bioremediation pathways. The last steps teach a method of correlating biomarkers with 
particular microbes or components of a bioremediation pathway. Therefore it is unclear 
if the method identifies a bioremediation pathway as claimed. 

Claims 9-16 are unclear in regard to if the method is directed to identifying the 
microbial flora at a site or correlating biomarkers with components of a bioremediation 
pathway. The preamble of Claim 9 states a method of identifying the microbial flora at a 
site. The last steps teach a method of correlating biomarkers with particular microbes 
or components of a bioremediation pathway. Therefore it is unclear if the method 
identifies a bioremediation pathway as claimed. 



Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 1-16 are rejected under 35 U.S.C. 102(b) as being anticipated by Lytle et 
al. (Journal of Microbiological Methods Vol. 44 2001 p. 271) 

With regard to Claim la and 9a, Lytel et al. teaches adhesion deficient gram- 
negative colonies were grown in a nitriloacetic acid-free basal salt medium with 13 C 
isotope as the sole carbon source (p. 273 1 st column 1 st paragraph). Lytel et al. teaches 
the cells were grown in a sealed tube (solid support) (p. 273 1 st column 1 st paragraph). 
With regard to Claim 1b and 9b, Lytel et al. teaches the cells were grown for 20 
minutes, therefore the growth of the bacteria would have created a film of colonies on 
the solid support (p. 273 1 st column 1 st paragraph). With regard to Claim 1c and 9c, 

Lytel et al. teaches detecting of palmitic acid and oleic acid (fatty acids) (biomarkers) 
(Abstract). With regard to Claim Id and 9d, Lytel et al. teaches that this detection 
method can be used to correlate biomarkers (palmitic acid and oleic acid) to in situ 
bioremediation or subsurface sediments (component of bioremediation pathway) 
(Abstract). 

With regard to Claim 2-3 and 10-11, Lytel et al. teaches detection of 
phospholipids fatty acids (Table 1 p. 274). With regard to Claims 4-5 and 12-13, Lytel et 
al. teaches specific fatty acids can be used to trace bacteria (subset of microbial 
organism) (Abstract and p. 271 1 st paragraph). 

With regard to Claim 6 and 14, Lytel et al. teaches using 13 C labeled bacteria 
(Abstract). 

With regard to Claim 7 and 15, Lytel et al. teaches the sample was isolated from 
an aquifer site (water sample) (p. 272 last paragraph). 
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With regard to Claim 8 and 16, Lytel et al. teaches performing PLFA analysis (p. 
276 Results 3.2 Detection of unique negative ion of PLFA). 

5. Claims 1-7, and 9-15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Elasri et al. (Applied and environmental microbiology May 1999 p. 2025) 

Elasri et al. teaches the response of a P. aeruginosa biofilm to stress by using a 
bioluminescent biosensor that responds to DNA damage (p. 2025 2 nd column 2 nd 
paragraph last sentence). With regard to Claim la and 9a, Elasri et al. teaches P. 
aerugionsa (microbial flora) cell suspension was covered with strontium chloride 
solution to form small beads and placed on an electrophoresis tray (solid support) (p. 
2025 Materials and methods 1 st paragraph and last paragraph). With regard to Claim 
1b and 9b, Elasri et al. teaches incubating at room temperature (p. 2025 last 
paragraph). With regard to Claim 1c and 9c, Elasri et al. teaches measuring the cell 
count after UV exposure (p. 2026 1 st column 1 st full paragraph). With regard to Claim 
Id and 9d, Elasri et al. teaches correlating the response of P. aeruginosa to UV stress 
(Abstract). 

With regard to Claims 2-3 and 10-11, Elasri et al. teaches a method using a 
plasmid contains a fusion of the recA promoter of P. aerugionsa to the luxCDABE 
operon of V. fischeri (p. 2025 2 nd column Bacterial Strain). Elasri et al. teaches that 
this plasmid contains the lux operon, which reduces flavin mononucleotide and a long 
fatty acid aldehyde in the presence of oxygen to emit light (p. 2025 1 st column last 
paragraph). Elasri et al. teaches the reductase complex recycles the fatty acid allowing 




